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The defense of a domain name under ICANN’s dispute resolution policy

Robert C. Kain Jr.

nternet domain names which

act as representations of an elec-

tronic address of a Web page or
a Web site, are subject to a manda-
tory dispute resolution procedure
by the Internet Corporation for
Assigned Names and Numbers,
universally known as ICANN
(icann.org-) (herein “-” is used to
deactivate the Internet address as a
hyperlink in the text). Disputes
arise due to conflicts between the
registered owner of the domain
(i.e., the web site owner) and an
owner of a trademark (typically a
federally registered trademark)
because the trademark owner-com-
plainant believes that the domain is
identical or confusingly similar in
sight, sound or appearance to the
trademark. This article outlines the
dispute procedure and several
defense strategies. ,

Statistics reveal that the
defense of a domain name is diffi-
cult. The 10-month-old ICANN
Uniform Domain Name Dispute
Resolution Policy generated 175
decisions during the first five
months of 2000 by the World
Intellectual Property Organization
(WIPO), wherein 32 complaints
were denied and 143 complaints
were granted resulting in the trans-
fer of domains to complainants. At
the outset, it should be noted that
domain registrants who acquire
domains which are identical or
similar to registered trademarks
with the sole or primary intent to
sell the domains to others almost
universally lose. This observation
is contrary to the popular belief
that a person can significantly prof-
it from the registration of a "great”
domain name widely known and
used by a trademark owner. In the
intellectual property legal commu-
nity, it is a generally accepted prin-
ciple that a domain name owner
will not prevail if his or her intent
is to trade off of the good will or
reputation of a trademark owner.
The domain name dispute is

initiated by the trademark owner
filing a complaint with an ICANN
dispute resolution provider, such as
WIPO under ICANN’s Uniform
Domain Name Dispute Resolution
Policy and pursuant to ICANN’s
Rules for Uniform Domain Name
Dispute Resolution Policy and
WIPO’s supplemental rules. The
procedure is moderately simple in
that a complainant files a com-
plaint under Rule s, pays the
"provider” (WIPO) fee, and sends
a copy of the complaint to the
respondent-domain name owner.
WIPO initially sends a copy of the
complaint to respondent. WIPO
reviews the complaint and, if in
regulatory compliance, sends a
notice of commencement to
respondent directing a response in
20 days. Failure to respond results
in entry of a default.Rule s(e).
After the 20-day time period, with
or without a response, WIPO
selects a panelist (i.e., an arbitra-
tor), sends the panelist the com-
plaint and responsive papers. The
panelist comments on each
ICANN Policy provision, enters
findings and rules on the dispute.
The decision dismisses the com-
plaint or directs the transfer of the
disputed domains to complainant-
trademark owner. No monetary
damages or fees are assessed.
Statistically, the defense of a
domain appears quite difficult,
however, a large percentage —esti-
mated to be about go percent or
higher by the author — are default
decisions. Since each decision is
published (Policy 4(j)) and the
decision typically sets forth sup-
porting legal principles, respondent
should check complainant’s cited
decisions to insure that the cited
case was contested rather than a
default decision. Compare Draw-
Tite Inc. v. Plattsburg Spring Inc.,
WIPQO Case No. D2000-0017,
March 14, 2000, respondent contest-
ed complaint and won; and
YAHOO! Inc. v. Eitan Zviely, et
al.,, WIPO Case No. D2000-0273,
June 14, 2000, respondent filed no
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answer to the complaint and lost
domain.

Respondent has 20 days from
the WIPO'’s notice of commence-
ment to gather evidence and sub-
mit a 5,000-word response, Rule
s(a)-(b) and WIPO Suppl. Rule
1(b). Presentation of evidence is
critical. Extensions of time are
available for cause or upon agree-
ment, Rule 5(d). The assigned
WIPO case administrator is usual-
ly responsive to e-mail inquires.
WIPO, Suppl. Rule 6. The
response need not be prepared by
an attorney, although background
knowledge of trademark principles
greatly assists in the formulation of
a defense. A review of the few
domain name decisions where the
domain owners have prevailed
reveals that the submission of evi-
dence under Rule 5(b)(ix) to sup-
port factual allegations in the
response is critical. In the absence
of evidence, the respondent typical-
ly loses. Factual allegations in the
complaint and response are certi-
fied as being "to the best of respon-
dent’s knowledge, complete and
accurate,” hence affidavits are not
necessary, Rule 5(b)(viii).

The respondent must respond
to all factual and legal allegations
in the complaint, otherwise, the
panelist may assume that respon-
dent admits those allegations, Rule
5(b)(i). The response is presented
in summary form rather than
pleading form. Denials of statutory
violations of the
AntiCybersquatting Consumer
Protection Act, 15 USC. sec. 1125(d);
Federal Trademark Dilution Act, 15
USC., sec. 1125(c); and the Lanham
Act, 15 USC, sec. 1000, et seq. are
strongly recommended. Specific
denials of the following underlying
facts and conclusions are also rec-
ommended: (a) registration of the
domain as part of "a pattern of reg-
istering domains that infringe on
the trademarks of others;" (b) use
of the domain creates "a likelihood
of confusion" between respondent
and complainant; (¢) respondent’s

Web site is "confusingly similar” to
complainant’s; (d) if reasonable, a
general denial of complainant’s
conclusory evidentiary statements
(i.e., advertising expenditures, sales
of trademarked goods), which are
unsupported by documentary evi-
dence; and (e) an argument that
respondent cannot contradict, due
to an absence of discovery and due
process, unsupported, conclusory
evidentiary statements. Admitting
certain facts lends credibility to
respondent’s position however
those facts, when admitted, may
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have some impact later on in future
litigation.

The policy provides that the
complainant shall submit proof
that the domain name is identical
or confusingly similar; the respon-
dent has no legitimate interests in
the domain; and the domain is
used in bad faith, Policy 4(a). The
policy also sets forth factors to
determine "bad faith," Policy 4(b),
and respondent’s "legitimate inter-
ests,” Policy 4(c). Since the deci-
sions seem to strictly follow
ICANN rules and policy, respon-
dent should supply reasons to keep
the domain by presenting argu-
ments and evidence relative to each
portion of the policy. WIPO
domain name decisions hold that
the complainant has the burden of
proof on each of these issues and
that the benefit of doubt should be
given to respondent.
InfoSpace.com Inc. v. Delighters
Inc., WIPO Case D2000-0068,
May 1, 2000, and MPower Comm.
Corp. v. Park Lodge Hotel, WIPO

Case No. D2000-0078 (April 3,
2000).

Typical defensive arguments
include the domain is not identical
nor confusingly similar to the
trademark, Policy 4(a)(i), because
of the addition of a descriptive
term or terms to the domain; goods
and services offered by respondent
are different than complainant’s;
the channels of trade which carry
the goods or services are different;
if the domain is not being used,
respondent’s business plan, pre-
pared or substantially completed
prior to the initiation of the dis-
pute, shows a good faith intent to
use the domain in a non-confusing
manner (the plan should show
financial and staff support efforts
to build the site on the domain);
due to the sophistication of the
consumer, there is no confusion;
due to widespread third-party use
of the mark, consumers have
learned to distinguish the genuine
trademark owner from others and
there is no confusion; the nature

and extent of any actual confusion
shown by complainant; due to
respondent’s use of disclaimers,
which notify the public of the
absence of respondent’s association
with complainant, consumers are
not confused; respondent sells gen-
uine trademarked goods and it’s
use of the mark is fair use Draw-
Tite Inc. v. Plattsburg Spring Inc.,
WIPO Case No. Dz000o-0017,
(March 14, 2000); and Adaptive
Molecular Technologies Inc. v.
Woodward, WIPQO Case No.
D2000-0006, (Feb. 28, 2000);"
respondent has a legitimate interest
in the use or intended use of the
domain, Policy 4(a)(ii); the domain
is not being used by respondent in
bad faith, Policy 4(a)(iii) (respon-
dent should negate every "bad
faith" factor in Policy 4(b) and
specifically rebut any offer to sell
the domain for profit); the respon-
dent has legitimate interests in the
ownership of the domain by evi-
dence that "before any notice” of
the dispute, respondent’s "use of, or

demonstrable preparations to use,
the domain name or a name corre-
sponding to the domain name
[was] in connection with a bona
fide offering of goods or services,"
Policy 4(c)(i); respondent has
"been commonly known by the
domain name, even if you [respon-
dent] have acquired no trademark
or service mark rights," Policy
4(c)(ii); and respondent is "making
a legitimate noncommercial [i.e.,
critical comment or in news] or
fair use of the domain name, with-
out intent for commercial gain to
misleadingly divert consumers or
to tarnish the trademark or service
mark at issue,” Policy 4(c)(iii).

In summary, the defense of a
domain name under attack by a
trademark owner is difficult, but
not impossible. The ultimate result
typically turns on the quality and
quantity of respondent’s evidence
and, many times, the fact that
respondent-domain owner did not
offer to sell the domain to others at
a profic. ®

FLEIT, KAIN,
GIBBONS, GUTMAN
& BONGINI r.L.

MIAMI - FT. LAUDERDALE - BOCA RATON

Patents « Trademarks « Copyrights « Trade Secrets
Unfair Competition « False Advertising « Computer Law
Internet Law « Domain Name Disputes
Technology / Licensing / Transfers
Litigation / Dispute Resolution

All Registered Patent Attorneys / Agents

750 S.E. Third Avenue, Suite 100
Fort Lauderdale, FL 33316
Toll Free (800) 846-0900
Miami (305) 530-9100
Fort. Laud. (954) 768-9002
Boca (561) 417-9477
www, FleitKain.com

THE HIRING OF A LAWYER IS AN IMPORTANT DECISION THAT SHOULD NOT BE BASED SOLELY UPON ADVERTISEMENTS.
BEFORE YOU DECIDE, ASK US TO SEND YOU FREE INFORMATION ABOUT OUR QUALKFICATIONS AND EXPERIENCE.

“Focusing on IP”




